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n December 23, 2008, the District

Court for the Distrivt of New Jersey

entered new Local Patent Rules, L.
Civ. R, 9.3, which became eflective as of
Japuary 1, 2009, The New Jersey Loval
Patent Rules were modeled alier the local
patent rules of the Northem District of
Calilornis but were modified to adupt 1o the
New Jersey practive of allowing mugistrate
judges particolar discretion in handling
pre-trial activities.

Importuntly, the New Jersey Loual
Patent Rules aiso ndded distincet provisions
regarding Hateh-Waxmun eases. Although
s number of other jurisdictions have imple-
mented local palent rules, New Jersey is the
firsl to include a special Hateh-Waxman
provision. The new Local Patent Rules will
likely dramatically chunge the munner in
which patent cases, and especially Hatch-
Waxman cuses, are litigated in New Jersey,
which has always been a popular district for
Hateh-Waxman cases,

LESS DELAY UNDER THE NEW RULES

If New Jersey L. Civ. R. 9.3 is imple-
menled with few modifications by the mag-
istrate judges, patent litigations will move
at @ mueh swilter pave. First, there should
be fewer delays in producing documents.
According to L. Pau R. 2.2, the parties
must present a consenl discovery conliden-
tinlity order within 30 days of the initiul
Scheduling Conference, In the ubsence of
consenl, the parties are required to apply
to the Courl for a discovery vonfidentinlity
order, The Court cun then decide the open
issues or enter the approved Discovery
Confidentinlity Order found at Appendix
10 the Rules. Until a discovery confidential-
ity order is in place, confidential informa-
tion is to be immediately produced on an
outside counsel only bosis. As o result,
parties may no longer be sble to delay pro-

ducing documents by arguing that there is
no confidentiality order in place.

In non-Hatch-Woxman patent cases,
e porty osserting infringement must
serve o Disclosure of Asserted Claims und
Inlringement Contentions under L. Pat, R,
3.1 not later than 14 days after the initinl
Scheduling Conference. This Disclosure
should include the claims of each paotent-
in-suit allegedly infringed, each accused
product or process of which the party cluim-
ing infringement is aware and a claim chart
identifying each limitmtion of each nsserted
claim found within the accused product or
process. This Disclosure must be nceom-
panied by documents on which the party
asserling infringement will rely, such as
patent file histories, evidence of conceplion
and reduction to practive and evidence of
ewnership, In return and not later than 45
days aller service of the Disclosure, the
party opposing infringement must serve ils
Invalidity Contentions under L. Put. R. 3.3,
along with a similar production of docu-
ments. Thiz document production should
include prior art and dovuments sufficient
Lo show the operation, composition or struc-
ture of the sccused product or process,

This strict schedule is buttressed by a
provision under L. Pal. R. 3.7 stating that
amendments to invalidity and non-infringe-
ment vontentions may only be revised upon
a showing of good cause. As such, paten-
tees and alleged inlringers will need to be
organized and diligent in formulating their
litigation stralegies early on.

SPECIAL HATCH-WAXMAN PROVISION

The sume is true in Hateh-Waxman cases
with a faw unique caveats. First, under L.
Pat. R. 3.6, the alleged infringer (u filer
of un Abbreviated New Drug Application
("ANDA”) and Paragraph IV certification
with the Food and Drug Administration)
must produce its ANDA a1 or belore the ini-
tial Scheduling Conference. Then, not more
than 14 days afier that initial Scheduling
Conference, the alleged infringer must pro-
vide both Non-Infringement and Invalidily
Contentions, along with accompanying doe-
uments, prior to the patenise’s submission
of Infringement Contentions 45 days laler.
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As a resull, ANDA flers will need to do
even heavier lilting uplront to fully map out
invalidity and non-infringement arguments
in their Notice Lellers or soen thereafier,
Although the schedule benefits ANDA fil-
ers in thar & faster litigation muy shorten
the 30 month stay of FDA approval imposed
under 21 U.5.C. §355 when u patent owner
files suit, the ANDA filer will be required
to provide its conlentions prior to knowing
which claims the patentiee would otherwise
nssert in the litigation, By Hipping the
typical burdens between the palenlee und
alleged inlringer, the District of New Jersey
has placed a unique burden on ANDA fil-
ers and may further encourage the filing of
additiona] Huteh-Waxman cases in New
Jersey.

KEEP AN EYE ON NEW JERSEY

The mnfluence of the New Jersey Local
Putent Rules on palent litigation, and par-
ticularly in Hatch-Waxman cases, will be
an interesting plienomenon to watch in
the coming months and years, Whether
these new rules will speed up patent eases
and lead 1o 5 new “rocket docket” in the
Northeust remuins 1o he seen. It will be
particulurly interesting lo see if even more
Hatch-Waxman cases wre filed in New
Jersey given the new disclosure require-
ments. In the meantime, putent litigators
in the Distrivt of New Jersey should be
mindful of the new rules and prepared 1o
nddress the substanlive merils in o case
from day one.



