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ost-grant reissue and reexamination

proceedings at the U.S. Patent &

Trademark Office (“PTO”) allow
patentees the opportunity to fix mistakes
in their patents and to address prior art
that may not have been before the PTO
during the original prosecution. These
proceedings, however, pose a continuing
danger to competitors in the relevant
industry and to their counsel. In many
instances, claims are narrowed during a
reissue or reexamination proceeding to
overcome prior art that would have inval-
idated the originally issued claims.
Unsuspecting competitors who have con-
tinued to market a certain product based
upon advice that the original patent was
invalid may face the real possibility of:
(i) paying infringement damages on a
going forward basis after the reissue or
reexamination proceeding concludes;
and/or (ii) an injunction barring future
marketing. As such, practitioners should
be cautious when counseling a client to
move forward with a product based solely
upon invalidity of a relevant patent,
always being mindful that claims may be
narrowed in the future through a reissue
or reexamination proceeding in such a
way so as to preserve their validity.

REISSUE AND REEXAMINATION
PROCEEDINGS

A patent holder may correct errors that
were made at the PTO through a reissue
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proceeding.! In such a proceeding, the
patent is essentially reprosecuted, and the
PTO considers the validity of the patent in
its entirety. A patent may only undergo a
reissue proceeding if it can be demon-
strated that an error occurred during pros-
ecution that results in the patent being
“wholly or partly inoperative or invalid,
by reason of a defective specification or
drawing, or by reason of the patentee
claiming more or less than he had a right
to claim in the patent.”? No new matter
may be added during a reissue proceed-
ing, and, upon reissue, the patent is oper-
ative only for the remaining unexpired
term of the original patent.?

Under certain circumstances, claims
of an issued patent may be broadened in
a reissue proceeding. Such broadening,
however, may only occur within two years
from the issuance of the original patent.*
Otherwise, the scope of the claims may
only remain the same or be narrowed.
Generally, claims are narrowed by adding
limitations to more specifically define
their scope.

In 1980, the reexamination procedure
was added to the patent laws to enable
the PTO to review substantial new ques-
tions of patentability raised by documen-
tary prior art that was not before the PTO
during the original prosecution.” A reex-
amination proceeding may be initiated
either by the patentee or any member of
the public.® The purpose of the reexami-
nation proceeding is to resolve validity
questions more quickly and cheaply than
through litigation while relying on the
expertise of the PTO.7 During reexamina-
tion, claims may be narrowed to over-
come the prior art, but claims may not be
broadened.? If any claims survive reex-
amination and are upheld by the PTO, a
reexamination certificate will be issued,
noting any changes made to the claims.”
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Claims that have undergone a reissue
or reexamination proceeding at the PTO
are enforceable from the date of issuance
of the original patent only to the extent
that such claims are substantially identi-
cal to the original claims.!0 In contrast,
claims that are not substantially identical
to the originally issued claims apply only
to actions arising after the date of reissue
or issuance of the reexamination certifi-
cate. !

Unfortunately (for clarity’s sake), the
rule is not that all changes to claim lan-
guage made during a reissue or reexami-
nation proceeding are substantial. In fact,
the Federal Circuit has expressly rejected
this assertion, instead adopting an
approach that considers the specific facts
and circumstances surrounding any
amendments.!? Factors to be considered
include “the scope of the original and
reexamined claims in light of the specifi-
cation, with attention to the references
that occasioned the reexamination, as
well as the prosecution history and any
other relevant information.”!3 Changes
made to overcome prior art will generally
be considered substantial, relieving
potential infringers of exposure for past
damages.1*

In addition to providing protection
from past damages for claims that have
been substantially changed at the PTO,
the patent laws also provide certain, lim-
ited intervening rights for infringers of
such claims.’ These intervening rights
have been broken down into two cate-
gories by the courts: (1) absolute; and (2)
equitable.'o Absolute intervening rights
entitle the infringer to continue to use,
offer for sale or sell any “specific thing”
covered by the amended claims that was
manufactured prior to the conclusion of
the reissue or reexamination proceeding
(i.e., inventory).1?

On the other hand, “[u]nder the equi-
table intervening rights of § 252, a dis-
trict court has discretion to grant broader
rights for an accused infringer to: (1)
continue the manufacture, use, offer for
sale, and sale of additional articles made
before the reissue; and (2) continue to
manufacture, use, offer to sell, or sell
articles for which substantial prepara-
tions for manufacture or use was made
before the grant of the reissue.”!8
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Although whether to grant equitable
intervening rights is within the broad dis-
cretion of the trial court,'” courts typi-
cally deny a request for such rights,
especially where the claims are narrowed
or where the infringer was willfully
infringing.?0 In the unusual case where a
court does grant equitable intervening
rights to allow an infringer to continue
marketing its product, the court will
almost certainly require the payment of a
reasonable royalty to the patent holder.2!

THE NARROWED CLAIM CONUNDRUM

Generally, a potential infringer is in a
more favorable position when the claims
of a patent are narrower because nar-
rower claims present greater chances to
argue non-infringement or to design
around the patent. However, it is often the
case that even narrower claims will
encompass the marketed product.
Because reissue and reexamination pro-
ceedings are typically initiated after mar-
ket formation, the patent holder is in a
unique position to craft claim limitations
that directly read on the marketed prod-
ucts. In so doing, the patent holder may
be able to add limitations that distinguish
the prior art while still covering the prod-
ucts on the market.

A simple illustration may be useful.
Suppose a patent was issued with the fol-
lowing single claim: A chair comprising a
seat and a back rest. A client seeks your
advice regarding the launch of an entire
new line of chairs that will have a seat,
back rest, arm rests and four legs.
Although this line of chairs obviously
infringes the issued patent, you find prior
art disclosing a simple chair with a seat
and a back rest. As a result, you advise
your client that it may launch the new
product line because the issued patent
with the broad claim is invalid.

After your client begins to market its
new line of chairs, the patentee discovers
the prior art and submits the patent for
reexamination. During reexamination, the
patentee amends the broad claim so that it
reads as follows (assuming there is support
in the original specification): A chair com-
prising a seat, a back rest, arm rests and
four legs. Because the prior art does not
disclose arm rests and four legs, the PTO

finds the amended claim to be patentable
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and issues a certificate of reexamination
with the revised claim language.

This is where the conundrum comes in
— your client is still infringing the nar-
rowed claim, but the narrowed claim is
now valid over the prior art. Although
your client will likely not be liable for any
past damages and may be given interven-
ing rights to sell off its current inventory,
your client is likely going to be liable for
patent infringement for all products man-
ufactured and sold after the reexamina-
tion certificate is issued. Thus, the
patent, which was not a problem to your
client originally because the broad claim
was invalid, may now pose a considerable
barrier to your client’s continued market-
ing of its new line of chairs.

PRACTICE TIPS

Upon reflection, one may question the
propriety of this result. A strong argument
can be made that the patent laws should
be changed to grant additional intervening
rights when the original broad claims are
found to be invalid during the reissue or
reexamination proceeding. For the foresee-
able future, however, practitioners must
contend with the “narrowed claim conun-
drum.”

When counseling a client, it is
advisable to address this situation if
you are relying on an opinion that the
relevant patent is invalid. That is,
clients should be informed that broad,
invalid claims may be narrowed in the
future through a reissue or reexamina-
tion proceeding in such a way so as to
remedy their invalidity.

Moreover, it might be possible to con-
sider the ways in which an invalid claim
may be narrowed in the future so as to
overcome the prior art while still encom-
passing the client’s proposed product. For
example, consider each additional fea-
ture of the client’s product that is not
specifically claimed in the originally
issued patent but that may be supported
by the Ask yourself
whether adding any such feature to the

specification.

claim language would overcome the prior
art, rendering the amended claim valid. If
such additional claim elements can also
be found in the prior art, a later reissue or
reexamination proceeding may not pre-
sent much of a risk. However, if such
additional claim elements are not found
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in the prior art, then you need to carefully
advise your client of the risk of a later
reissue or reexamination proceeding.

At bottom, when advising a client about
the invalidity of patent claims, it would be
prudent to consider the possibility that
such claims may be narrowed in a later
reissue or reexamination proceeding, pos-
sibly preserving their validity. Considering
such a possibility at the outset may save
your client — and you — from detrimen-
tal surprises in the future. P
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